THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)

was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte HARRY N. W NDLE

Appeal No. 1999-1763
Application No. 08/834,931

ON BRI EF

Bef ore CALVERT, FRANKFORT and BAHR, Admi ni strative Patent
Judges

FRANKFORT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner’s final
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rejection of clainms 1 through 8. Cdainms 9 through 21 have

been allowed. W affirmin-part.

'!dains 1 through 4 have been anended subsequent to fina
rejection.
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BACKGROUND

Appel lant’s invention relates to a high efficiency
process and apparatus for vermculture (i.e., wormculture)
and verm conposting utilizing thin beds. Verm conposting
operates under the principle that worns consune, digest and
absorb largely organic matter, passing the remai nder back to
the soil. Hence, worns aid in the breaking down of organic
matter within the material they consunme. This pronotes
bacterial and other m crobial deconposition, as well as
ventilates the soil. This invention provides, as one of its
obj ectives, a system whereby a bionass is created which
mnimzes worm stratification and pronotes worm novenent into
undi gested material. To this end, a thin biomass |ayer is
| oaded onto a conveyi ng device which slowy noves the thin
| ayer froma | oading point (5) which is formed of newy
i ntroduced undi gested biomass (6), to an unl oadi ng point (7)
at which digested biomass (8) is withdrawn. A worm nass,
i.e., the collective worms which are active in the biomass on
t he conveyor, consune the limted food supply in the thin

| ayer of biomass on the conveyor bed surface (4), all the tine



Appeal No. 1999-1763
Application No. 08/834,931

nmovi ng “upstreant in the direction of the undigested bionmass.
To provide further inpetus for the worns’ mgration towards

t he undi gested bi omass, a variety of incentives may be used
such as noving air (e.g., by neans of a fan), electrical
currents, radiant heat and vibration. |nasnuch as by nature,
the worms will avoid the free surface (10), these incentives
act to hasten the worns’ novenent deeper into the biomass. A

copy of representative claim1l appears bel ow

1. A high efficiency vermculture apparatus which
reduces stratification of worns in the bionass bei ng conposed
and i ncreases wrmdensity and efficacy, the apparatus
conpri si ng:

a thin | ayer bionass;

a wrmmass within said thin |ayer bionass;

an input end and an out put end;

a conveyor neans for conveying the thin | ayer bionass
fromthe input end to the output end: such that the thin |ayer

bi omass may be digested by the wormmass as the thin | ayer
bi omass is conveyed fromthe input end to the output end.

The sole prior art reference relied upon by the exam ner

in rejecting the appealed clains is:
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Price 2 151 949 A July 31, 1985
(GB)

As stated in the final rejection (Paper No. 5), claiml
stands rejected under 35 U.S.C. § 102(b) as being antici pated
by Price; clains 2 through 8 stand rejected under 35 U. S.C. §
103(a) as being obvious over Price; and clains 1 through 8

stand rejected under 35 U . S.C. 8§ 101 as being non-statutory.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the final rejection (Paper
No. 5, mailed April 13, 1998) and the exam ner’s answer (Paper
No. 10, mmil ed Septenber 29, 1998) for the exam ner’s conplete
reasoning in support of the rejection, and to the appellant’s
brief (Paper No. 9, filed July 10, 1998) and reply brief
(Paper No. 11, filed October 26, 1998) for the argunents

t her eagai nst .

CPI NI ON
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In reaching our decision in this appeal, we have given
careful consideration to appellant’s specification and cl ai s,
to the applied prior art references and to the respective
positions articul ated by appellant and the exam ner. As a
consequence of our review, we have nmade the determ nations

whi ch foll ow

Looki ng at pages 3 and 4 of the brief, we note that
appel l ant has indicated that independent claim1l is separately
patentable; that clainms 2 and 3 stand together; that dependent
claim4 is separately patentable; that clains 5 and 6 stand

together; and that clains 7 and 8 stand toget her.

THE ANTI Cl PATI ON | SSUE

Turning first to the examner’s rejection of claiml
under
35 U.S.C. 8 102(b) as being anticipated by Price, we observe
t hat appellant has argued (brief, pages 4 and 5) that Price’s
bi omass of worm contai ni ng nedi um cannot be considered a “thin
| ayer biomass” as is set forth in claiml and carefully
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defined in appellant’s specification (page 5, |ine 3+, page 6,
line 8+), since Price s biomass does not enabl e proper

m gration and conposting by the worns inasnmuch as it does not
have the proper thickness, uniformty, and a conti guous
absence of breaks. The exam ner has taken the position that
by virtue of the 2 mm spaci ng between Price’ s hopper front
edge and the conveyor belt, the resulting |l ayer of worns and

mediumis considered to be

“thin” for all practical purposes. Furthernore, the exam ner
argues that appellant’s claim 1 does not assign an objective
value to the thickness or provide any additional criteria for

gauging it.

We agree with the exam ner. Unpatented clains should be
gi ven the broadest reasonable interpretation consistent with
the specification and limtations of the specification should
not be read into the clains where no express statenent of

limtation is included in the clains. See In re Prater, 415

F.2d 1393, 1404-05 162 USPQ 541, 550-51 (CCPA 1969). In the
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case of appealed claim1l, appellant broadly clains “a thin

| ayer bionmass” in conjunction with an apparatus which “reduces
stratification of worns in the biomass”. The claimfurther
requires that “the thin [ ayer bionass be digested by the worm
mass as the thin |layer biomass is conveyed fromthe input end
to the output end”. Although we agree with appellant that
Price’s ultinate objective is to separate worns from organic
matt er whereas appellant’s objective is to maintain a uniform
distribution of the worns throughout the thin | ayer of

bi omass, the | aw of anticipation does not require that the
reference teach what the applicant is claimng, but only that

the clains on appeal “read on” sonething disclosed in the



Appeal No. 1999-1763
Application No. 08/834,931

reference. See Kalman v. Kinberly-dark Corp., 713 F.2d 760,

772, 218 USPQ 781, 789 (Fed. GCr. 1983), cert. denied, 465
U S 1026 (1984). It is well settled that if a prior art
device inherently possesses the capability of functioning in
t he manner cl ai ned, anticipation exists regardl ess of whether
there was a recognition that it could be used to performthe

clained function. See In re Schreiber, 128 F.3d 1473, 1477,

44 USPQ2d 1429, 1431-32 (Fed. Cr. 1997). Price’ s device
shows the clained features of a thin |ayer of biomass and a
worm mass within the thin | ayer of biomass (see Abstract,
first sentence and page 2, lines 43-47); an input end

(adj acent hopper 14) and output end (near 22); and a conveyor
means (12) which carries the thin layer of biomass. By virtue
of the presence of the wornms in the biomass, sone digestion of
the biomass by the worns, albeit in alimted anount,
inherently will occur in the device of Price during the
movenent of the bionmass fromthe i nput end of the conveyor to
the output end thereof. Mreover, as result of such activity
by the worns, there will also be, to sone extent, a reduction

in the stratification of the wornms in the thin | ayer of
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bi omass. This is all that is required to neet the broad

[imtations of appellant’s apparatus claim 1l and hence, we

conclude that claim1l1l is anticipated by Price.

THE OBVI QUSNESS | SSUE

In rejecting clains 2 and 3, the exam ner has taken the
position that it would have been obvious to increase the
t hi ckness of Price’ s biomass |ayer from2 mmto between two
and eight inches so that one could process a |arger quantity
of wornms and their enconpassing nedi um w t hout having to
change the speed of the conveyor. The exam ner further
explains that the larger gap (i.e., between the front edge of
t he hopper and the conveyor belt) would permt a thicker

deposition of material on the belt.

Li ke appellant (brief, pages 5 and 6), we agree that
there is no teaching, suggestion or notivation found in the
Price reference to widen the gap between the front edge of the
hopper and the conveyor belt in order to achieve the clained
bi omass | ayer thicknesses recited in appellant’s clains 2 and
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3. Arejection based on 35 U S.C. 8§ 103 nust rest on a
factual basis, with the facts being interpreted wthout

hi ndsi ght reconstruction of the invention fromthe prior art.
In making this evaluation, the exam ner has the initial duty
of supplying the factual basis for the rejection he advances.
He may not, because he doubts that the invention is
patentabl e, resort to specul ation, unfounded assunptions or

hi ndsi ght reconstruction to supply deficiencies in the factual

basis. See In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173,

178 (CCPA 1967), cert. denied, 389 U S. 1057 (1968). In the

instant application, to make such a nodification wuld be
contrary to Price’s objective, i.e., quickly and efficiently
separating the worns fromthe thin (2m) |ayer of biomass.
Clearly, the problemof thorough and efficient conposting of

t he bi omass by conpl ete digestion of the biomass by the worns
is not contenplated by the Price reference. The exam ner has
i mperm ssibly drawn from appellant’s own teaching and fallen
victimto what our review ng Court has called “the insidious
effect of a hindsight syndrome wherein that which only the

inventor has taught is used against its teacher.” WL. Gore &
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Associates, Inc. v. Garlock, Inc., 721 F.2d 1540, 1553, 220

USPQ 303, 313 (Fed. Cir. 1983), cert. denied, 469 U S. 851

(1984). Since we have determ ned that the exam ner’s

concl usi on of obviousness is based on hindsight reconstruction
usi ng appellant’s own disclosure as a blueprint to arrive at
the cl ai ned subject nmatter, it follows that we will not
sustain the examner’s rejection of appealed clains 2 and 3

over Price.

Clainms 4 through 8 on appeal all ultinmately depend from
claim2. Accordingly, since the teachings and suggestions
found in Price would not have made the subject matter as a
whol e of claim2 obvious to one of ordinary skill in the art
at the time of appellant’s invention, it follows that
dependent clains 4 through 8 would |i kew se have been
unobvi ous over Price. Therefore, we also refuse to sustain the
exam ner’s rejection of dependent clains 4 through 8 under 35

U.S.C. § 103(a).

THE | SSUE OF STATUTORY SUBJECT MATTER
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In rejecting clains 1 through 8, the exam ner has taken
the position that the recitation of the worns in the clains is
non-statutory subject matter under 35 U . S.C. 8§ 101 and t hat
the rejection of the aforesaid clains is proper inasnmuch as
the recited worns are not substantially altered or changed.
The exam ner finds support for his position in Ex parte
Grayson, 51 USPQ 413 (Bd. App. 1941), which is drawn to a
shrinp with the head and digestive tract renoved. Like
appellant, we find the exam ner’s position untenabl e inasmch
as the overall subject matter of appellant’s invention, as set
forth in claims 1 through 8 on appeal, is an apparatus for
vermculture. Appellant’s apparatus falls within one of the
four classes of inventions (i.e., process, nachine,
manuf acture and conposition of matter), as defined by 35
U S C 8§ 101, nanely, a machine. The courts have determ ned
that subject matter which falls outside the four statutory
categories are abstract ideas, |aws of nature and natural
phenonmena and that subject matter which is not a practical
application or use of an idea, a |law of nature or a natural

phenonmenon is also not patentable. See Rubber-Tip Pencil Co.
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v. Howard, 87 U.S. (20 Wall.) 498, 507 (1874) which states
“Ial]n idea of itself is not patentable, but a new device by
which it may be made practically useful is.” Furthernore,

OReilly v. Mrse, 56 U S. (15 How.) at 114-19 sets forth that

clains that recite nothing but the physical characteristics of
a formof energy such as a voltage or nagnetic field strength
define energy or magneti sm per se, and as such are
nonst at ut ory physi cal phenonena. However, a claimdirected to
a practical application of a natural phenonmenon such as energy

or magnetismis statutory.
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In the present application, appellant is claimng a
machi ne which utilizes, in a practical and useful fashion, a
naturally occurring phenonenon, i.e., worns. Unlike in
Grayson, which addresses solely a living organism appel | ant
is claimng an apparatus that utilizes attributes of a |iving
organismin a useful manner in the apparatus to achieve a
desired end result, and as such, in our opinion appellant’s
clainms are directed to statutory subject matter. In
determining the eligibility of appellant’s clained subject
matter for patent protection the exam ner may not dissect the
claiminto individual limtations and treat those limtations
separately, instead the exam ner must consider each claimas a
whol e and determine eligibility under 35 U.S.C. § 101 on that
basis. The nere fact that appellant’s claim1l may include
sonme form of non-statutory material does not automatically
mean that appellant’s apparatus violates the strictures of 35

US C § 101. See, for exanple, In re Abele, 684 F.2d 902,

214 USPQ 682 (CCPA 1982); Dianond v. Diehr, 450 U S. 175, 209

USPQ 1 (1981); and In re Noll, 545 F.2d 141, 191 USPQ 721

(CCPA 1976), wherein clains were held to be directed to
statutory subject matter even though they included a

15



Appeal No. 1999-1763
Application No. 08/834,931

limtation that, if considered al one, would have been vi ewed

as non-statutory subject nmatter.

The decision of the examner to reject clains 1 through 8

under 35 U . S.C. 8 101 is reversed.

CONCLUSI ON

The rejection of claim1l under 35 U.S.C. § 102(b) as

being anticipated by Price is affirned.

The rejection of clains 2 through 8 under 35 U.S.C. §

103(a) as being obvious over Price is reversed.

The rejection of clains 1 through 8 under 35 U.S.C. § 101

as being drawn to non-statutory subject matter is reversed.
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No period For taking any subsequent action in connection

with this appeal nay be extended under 37 CF.R 8§ 1.136(a).

AFFI RVED- | N- PART

| AN A, CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT
CHARLES E. FRANKFORT APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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CEF/ dal
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SVEN W HANSON
1425 NW 25TH TERRACE
GAI NESVI LLE, FL 32605
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